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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claims 1-10, 17-18, 21-22 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Claim 1 recites a "buffer storing indications of interrupts" in line 2, "moving the 
contents of the buffer to the payload portion of the control data block, and sending the 
control data block to the host computer system" in lines 7-9. The recitations suggest 
that indications of interrupts are being transferred to the host computer system, yet 
claim 1 also recites "said apparatus for transferring interrupts from the peripheral device 
to a host computer" in lines 3-4. The specification does not disclose transferring 
interrupts and indications of interrupts to the host computer. 

3. Claims 11-16, 19-20 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter, 
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which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

It appears that there is no support for "moving the contents of the buffer to the 
corresponding fields of the payload portion" - as page 38, lines 25-26 merely discloses 
"when preset conditions are met, an Interrupt Control Block (ICB) 1680 is generated by 
the ISOC 120 from the information stored in the interrupt FIFO 1660". 

4. Claims 13-15 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 13 recites "at least a predetermined plurality of indications is stored in the 
buffer". Claim 14 recites "at least one indication is stored in the buffer". Claim 15 
recites "a count indicative of the number of indications included in the payload portion". 
The claims suggest that interrupts and indications are two different entities, while the 
specification only discloses only one entity being stored in the buffer and the count 
being indicative of only one entity. 

5. Claims 10, 22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter, which 
was not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The examiner cannot find support for the limitations of the claims. In 
particular, it is not clear what constitute the claimed apparatus, the claimed host 
processing system, the claimed memory of the host processing system, the claimed 
data processing system, the claimed host computer, and the claimed memory of the 
host computer system. Applicant is required to specifically point out where to find the 
support for the limitations of the claims in the specification, by page and line number - 
and in particular, applicant is required to map out each of the elements claimed with the 
teachings of the specification. 

6. No art rejection was made to claims 1-16, 21-22 because the scope of the claims 
is ambiguous, and it is not possible for the examiner to apply prior art without making a 
great deal of speculation. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 17-20 are rejected under 35 U.S.C. 102(b) as being anticipated Raasch 
et al. (US 5,333,273). 

9. As per claims 17, 19 . Raasch teaches a computer program product (or article of 
manufacture) comprising a computer usable medium [138, FIG. 1] having computer 
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readable program code means [BIOS: col. 5, lines 18-21] embodied therein for causing 
transfer of interrupts [col. 4, lines 66-68], the computer readable program code means in 
said computer program product (or article of manufacture) comprising computer 
readable program code means [BIOS: col. 5, lines 18-21] for causing a computer [100, 
FIG. 1] to effect the functions of the apparatus of claim 1 (or the method of claim 11)- 
as the BIOS would cause a computer to effect the functions of any apparatus, hence 
including functions of the apparatus of claim 1 ; and as the BIOS would cause a 
computer to effect the steps of any method, hence including the steps of the method of 
claim 11. 

10. As per claim 18 . Raasch teaches a computer program product comprising a 
computer usable medium [138, FIG. 1] having computer readable program code means 
[BIOS: col. 5, lines 18-21] embodied therein for causing data processing [col. 5, lines 
18-31], the computer readable program code means in said computer program product 
comprising computer readable program code means [BIOS: col. 5, lines 18-21] for 
causing a computer [100, FIG. 1] to effect the functions of the apparatus of claim 10 - as 
the BIOS would cause the computer to effect the functions of any apparatus, hence 
including the functions of the apparatus of claim 1 0. 

1 1 . As per claim 20 , Raasch teaches a program storage device [138, FIG. 1] 
readable by machine [100, FIG. 1], tangibly embodying a program of instructions [BIOS: 
col. 5, lines 18-21] executable by the machine to perform method steps for transferring 
interrupts [col. 4, lines 66-68], said method steps comprising the steps of claim 1 1 (the 
BIOS would cause a computer to effect the steps of any method, hence including the 
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steps of the method of claim 1 1 ). 

Response to Arguments 

12. Applicant's arguments filed January 18, 2007 have been fully considered but they 
are not persuasive or moot in view of the new grounds of rejections. 

13. With respect to the rejections of claims 1-10, 17-18, 21-22 under 35 (JSC 112 
first paragraph , applicant argued that the amendment to include the matter in the claims 
to the paragraph beginning on page 4, line 12 of the specification to meet the 
enablement requirement of USC 112 enables and supports "interrupts and indications of 
interrupts being transferred to the host computer". 

The argument is not persuasive because applicant included essentially the same 
matter in the claims, but the matter was still not described in the specification in such a . 
way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention . 

The specification discloses a FIFO buffer [1660, FIG. 17] storing completion 
event indications, and when a preset condition is met, an Interrupt Control Block (ICB) is 
generated by the ISOC 120 from the information stored in the interrupt FIFO 1660. The 
ICB is then transferred to the memory 60 of the host 10 [page 38, line 21 -page 39, line 
2]. The specification therefore suggests that only the ICB is sent to the host. The 
interrupts and the indications of interrupt are not sent to the host. It is not clear to one 
of ordinary skill in the art how the apparatus transfers interrupts to the host, and it is not 
even clear how the apparatus transfers indications of interrupts to the host. 
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Note that while matter in the claims are considered part of the disclosure, the 
matter in the claims must be consistent with the other parts of the disclosure, and the 
matter in the claims must also be enabled by the other parts of the disclosure. 

Applicant is required to provide support indicating how the apparatus transfers 
interrupts to the host, and how the apparatus transfers indications of interrupts to the 
host. 

14. With respect to the rejections of claims 11-16, 19-20 under 35 USC 112 first 
paragraph , applicant argued that the amendment to include the matter in the claims to 
the paragraph beginning on page 4, line 12 of the specification to meet the enablement 
requirement of USC 112 enables and supports "the contents of the buffer are moved to 
corresponding fields of the payload portion". 

The argument is not persuasive because applicant included essentially the same 
matter in the claims, but the matter was still not described in the specification in such a 
way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention . 

The specification discloses a FIFO buffer [1660, FIG. 17] storing completion 
event indications, and when a preset condition is met, an Interrupt Control Block (ICB) is 
generated by the ISOC 120 from the information stored in the interrupt FIFO 1660. The 
ICB is then transferred to the memory 60 of the host 10 [page 38, line 21 -page 39, line 
2]. The specification also discloses "the payload portion comprises a plurality of fields 
each containing the identity of the LCP channel that indicated the completion event 
[page 40, lines 3-5]. It is not clear that the contents of the buffer are moved to the 
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corresponding fields of the payload portion of the control data block. Rather, it appears 
that the ICB is generated from the information in the buffer. 

Note that while matter in the claims are considered part of the disclosure, the 
matter in the claims must be consistent with the other parts of the disclosure, and the 
matter in the claims must also be enabled by the other parts of the disclosure. 

Applicant is required to provide support indicating how the controller of the 
apparatus moves the contents of the buffer to the corresponding fields of the payload 
portion of the control data block. 

15. With respect to the rejections of claims 13-15 under 35 USC 1 12 first paragraph , 
applicant argued that the limitations of claims 13-15 are supported by the specification. 

The argument is misplaced because claim 11 recites "storing interrupts in a 
buffer" in line 4 (i.e. indications of interrupts are not stored in the buffer), while claim 13 
recites "at least a predetermined plurality of indications is stored in the buffer", claim 14 
recites "at least one indication is stored in the buffer", and claim 15 recites "a count 
indicative of the number of indications included in the payload portion". 

16. With respect to the rejections of claims 10, 22 under 35 USC 1 12 first paragraph , 
applicant argued that the limitations of claims 10, 22 are supported by the specification 
in the paragraph beginning on page 5, line 8. 

The argument is not persuasive because the cited section discloses the data 
processing system comprising a host processing system having a memory, a data 
communications interface,..., and the apparatus (i.e. the apparatus being part of a data 



Application/Control Number: 10/619,989 Page 9 

Art Unit: 2182 

processing system and the apparatus not comprising a host processing system having 
a memory, or a data communications interface). The claims, however suggest that the 
host processing system having the memory, the data communications interface,. ..,being 
part of the apparatus of claim 1 . Furthermore, the specification appears to use "host 
processing system" and "host computer system" interchangeably. Applicant needs to 
identify the host processing system and the host computer system if they indeed 
represent two different entities by labels in the drawings, or page and line numbers in 
the specification. 

1 7. With respect to the Response to Arguments, applicant argues the following: 

Particular elements not described are implemented as known to those skilled in the art. It 
is probably not a failure for the Examiner to understand the invention as described for lack of a 
broader description, but may be rather because of specific understanding of particular parts of 
the novelty of the claimed invention which are different than prior implementations. Thus, the 
understanding may be proper noting the novelty. The invention may be implemented by one 
skilled in art as described in the specification. 

The examiner is not exactly clear as to what applicant is arguing. It appears that 
applicant argues that anything not disclosed is known by one of ordinary skill in the art. 
It that is the case, applicant needs to indicate what elements/steps are known to one of 
ordinary skill in the art, provide evidence that such elements/steps are known in the art, 
and why (or how) it would have been obvious to one of ordinary skill in the art to 
implement such elements/steps in applicant's invention. 

Note further that a specification that is ambiguous about the presence or 
absence of a claimed limitation cannot be considered to teach the existence of the 
claimed limitation. 
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18. In addition, to help the examiner better understand the scope of the claimed 
invention and further the prosecution, the examiner requests that applicant identify - by 
reference to labels in the drawings, and/or page and line numbers in the specification - 
the following elements and/or steps: 

elements : apparatus, buffer, indications of interrupts, plurality of ports, peripheral 
device, host computer system, controller (in claim 1); communications device (in claims 
8-9); data communications network interface (in claims 9-10); host processing system, 
data processing system (in claim 10) 

steps : the apparatus transferring interrupts, moving the contents of the buffer to 
the payload portion of the control data block (claim 1); storing interrupts, moving the 
contents of the buffer to the corresponding fields of the payload portion (in claim 11). 

Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tanh Q. Nguyen whose telephone number is 571-272- 
4154. The examiner can normally be reached on M-F 9:30AM-7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Huynh can be reached on 571-272-4147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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